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PRECIS: The defendant introduced an application pursuant to subsection 34(6) of
the Copyright Act, R.S.C. 1985, c. C-42, in order to examine the judicial review,
brought by the applicant pursuant to paragraph 34(4)(a) of the Copyright Act, as if it
was an action.
The Court clarified that a judicial review of copyright violation, by means of affidavits,
is the general scheme whereas proceeding by way of an action is the exception.
The defendant, Hôtel des Encans de Montréal Inc., is an auctioneer company
specializing in public auction, where certain artistic works are entrusted by third
parties and reproduced in its catalogues and Internet site www.iegor.net. According
to the applicant, Society for the reproduction rights of authors, composers and
publishers in Canada (SODRAC Inc.), the defendant can not reproduce the
aforesaid artistic works, and communicate or inform the public, without the
authorization of the copyright owners or their agents.
The applicant considers that the defendant is infringing the Copyright Act and seeks
to obtain a judgment for the payment of $81,584.16 in royalties and penalties.
Furthermore, the proceeding was introduced pursuant to Rules 300 and following of
the Federal Courts Rules, and paragraph 34(4)(a) of the Copyright Act which state
that a civil remedy for copyright infringement can be introduced either by way of
action or application.
In support of its defence, the defendant introduced the affidavit of its vice-president,
enumerating that there was no substantial reproduction of the aforementioned
works; there was authorization provided by the third parties; the applicant does not
have such rights; the defendant’s actions are justified by the equitable use provided
for in the Act; and the applicant’s arguments constitute a breach of the defendant’s
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commercial freedom of expression recognized by the Canadian Charter of Rights
and Freedoms and the Quebec Charter of human rights and freedoms.
Furthermore, the defendant underlined the importance of the present case, possibly
setting a precedent of copyright infringement against the auctioneer in charge of the
sale of such artistic works, putting at stake the Canadian art industry.
As for the evidence, the defendant indicated, on the one hand in its affidavit, that it
will introduce expert evidence, as well as testimonies of its agents and of other
similar companies. On the other hand in its written representations, the defendant
pointed out that affidavit evidence is insufficient in obtaining the testimonies of third
parties. Therefore, it intends to assign, as witnesses, the agents of various Canadian
auctioneer companies and owners of art galleries to testify on the effect of such
recourse. Yet, such testimonies cannot be obtained by way of affidavits because it
has no control over these witnesses. Consequently, it is more suitable that the
present case proceeds by way of an action, thus allowing the hearing of witnesses
and experts before the Court.
There are few decisions, of the Federal Court and the Federal Court of Appeal,
dealing with what is considered in subsection 34(6) of the Copyright Act.
As such, in Kraft Canada Inc. v. Euro Excellence Inc., 2003 FCT 46, the Court
concluded that the burden of proof under subsection 34(6) of the Copyright Act lies
against the defendant similarly to subsection 18.4(2) of the Federal Court Act having
alike wording. In addition, the defendant’s application was dismissed since it was up
to the latter to persuade the Court to exercise its discretion by ordering the
application to proceed to trial as an action.
The Court did not consider, in light of the requirements in Macinnis v. Canada
(Attorney General) (C.A.), 1994 CanLII 3467 (F.C.A.), [1994] 2 F.C. 464, that the
defendant’s evidence would be inadequate if it was introduced by affidavit, in
comparison with trial evidence which might be superior. Additionally, the Court
argued that the defendant had not presented evidence showing that the essential
procedural requirements in the case at bar would be prejudicially beyond its scope if
the applicant’s instant application goes forward. Further, the Court did not see how
the fact of the applicant’s proceeding going forward under the Act as an application,
not an action, would limit the defendant’s legitimate arguments or grounds which he
might have.
In the case at bar, the Court concluded that the defendant’s affidavits did not provide
arguments leading to believe that the application should henceforth proceed as an
action. Likewise, the defendant’s allegations did not persuade the Court. Moreover,
even if the third parties’ witnesses are not under the control of the defendant, this
contention should not alter the conclusion. These witnesses may possibly present
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evidence in favour of the defendant but it was not established that all the witnesses
were approached and, in fact, refused to provide affidavits.
Under theses circumstances, the evidentiary general scheme regarding the
preparation and the hearing on the merits of a judicial review is sufficient to allow the
defendant to point out, adequately and without prejudice, its arguments against the
applicant without resorting to the process of introducing an action.
The Court added that despite the wording and egalitarian appearance of subsection
34(4) of the Copyright Act, the Court refused to consider, in the event of a copyright
violation, that filing a proceeding by way of an action is the general scheme and the
judicial review, by means of affidavits, would likely be the exception.
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de
commerce voué depuis 1892 à la protection et à la valorisation de la
propriété intellectuelle dans tous les domaines: brevets, dessins industriels et
modèles utilitaires; marques de commerce, marques de certification et
appellations d'origine; droits d'auteur, propriété littéraire et artistique, droits
voisins et de l'artiste interprète; informatique, logiciels et circuits intégrés;
biotechnologies, pharmaceutiques et obtentions végétales; secrets de
commerce, know-howet concurrence; licences, franchises et transferts de
technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification
diligente et audit. ROBIC, a group of lawyers and of patent and trademark
agents dedicated since 1892 to the protection and the valorization of all
fields of intellectual property: patents, industrial designs and utility patents;
trademarks, certification marks and indications of origin; copyright and
entertainment law, artists and performers, neighbouring rights; computer,
software and integrated circuits; biotechnologies, pharmaceuticals and
plant breeders; trade secrets, know-how, competition and anti-trust;
licensing, franchising and technology transfers; e-commerce, distribution and
business law; marketing, publicity and labelling; prosecution litigation and
arbitration; due diligence.
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